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Shinbum article. In addition to Applicants' remarks in regard to this rejection in 
Applicant's prior response, please consider the following: 

The date of the Asahi Shinbum article is November 28, 1986. As stated in Applicants' 
specification at page 6, lines 7-10: 

The basis for our invention has been described by us in the 
following previously published article: J.G. Bednorz and 
K.A. Mueller, Zeitschrift for Physik B - Condensed Matter, 
64, pp. 189-193, Sept. (1986). 

The Examiner is using Asahi Shinbum as a reference under 35 USC § 102(a). 
Applicants respectfully disagree since to do so docs not permit Applicants the one year 
period provided under 35 USC § 102(b) to file a U.S. application after their own 
publication which permitted Applicants to file the present application up to September 
1987. The date of the Asahi Shinbum article is after the date of Applicants' publication. 

In regard to the two-year grace period under a prior statute, the U.S. Supreme Court in 
Andrews v. Hovey, 123 US 267 (1887) states that: 

The evident purpose of the section was to fix a period 
of limitation which should be certain, and require only a 
calculation of time, and should not depend upon the 
uncertain question of whether the Applicant had consented 
to or allowed the sale or use. Its object was to require the 
inventor to see to it that he filed his application within two 
years from the completion of his invention, so as to cut off 
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all question of the defeat of his patent by a use or sale of it 
by others more than two years prior to his application, and 
thus leave open only the question of priority of invention. 
The evident intention of congress was to take away the right 
(which existed under the act of 1836) to obtain a patent after 
an invention had for a long period of time been in public use, 
without the consent or allowance of the inventor; it limited 
that period to two years, whether the inventor had or had 
not consented to or allowed the public use." 

From this quote from Andrews v. Hovey, it is evident that the use or sale by others prior 
to filing a patent application by the inventor does not cut off the inventors right to 
obtain a patent so long as the inventor files the application within the statutory period 
which was 2 years at the time of the Andrews v. Hovey decision and is now 1 year under 
35 USC 102(b). 

The Patent Office Board of Appeals in Ex parte Powell and Davies, 37 USPQ 285 states 
in regard to the publication of Applicants foreign patent application before the filing of 
a U.S. application on October 5, 1936 on an invention described in the foreign patent 
application that: 

The Examiner has also rejected the claims on the printed 
specification of Applicants' own British application which 
appears from this record to have been published on August 
27, 1936. We know of no authority for such a rejection. 
Neither section 3886 nor section 4887 R.S. warrants the 
rejection. Obviously, the publication could not have a date 
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prior to Applicants' invention. There is no statute that 
requires an Applicant to make his invention in this country. 

Therefore, Applicants of the present invention can rely on their publication in Zeitschrift 
for Physik as evidence of their invention. 

The Patent Office Board of Appeals in Ex parte Powell and Davies, 37 USPQ 285, 286 
further states: 

The Commissioner indicates in Ex parte Grosselin that 
the Examiner should consider whether the German patent 
was derived from Applicant and was in effect nothing more 
than a printed publication of Grosseiin's invention. 

The Asahi Shinbum article states in the first paragraph: 

A new ceramic with a very high T c of 30K of the 
superconducting transition has been found. The possibility 
of high T c - superconductivity has been reported by scientists 
in Switzerland this spring. The group of Prof. Shoji 
TANAKA, Dept. Appl. Phys. Faculty of Engineering at the 
University of Tokyo confirmed in November, that this is 
true. 

The 'scientists in Switzerland" are the inventors of the above-identified application. The 
Asahi Shinbum article only reports the work of Applicants and that it was reproduced 
by Prof. Tanaka. This article is a disclosure of Applicants' "own invention" and clearly 
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in the words of the Board in Ex parte Powell and Davies, 'was derived from 
[Applicants] and [is] in effect nothing more than a printed publication of 
[Applicants'] own invention and cannot be used as a reference. 

The Patent Office Board of Appeals in Ex parte Lemieux 148, 140 states that: 

Finally, we believe that our holding Ls consistent with 
decisions in interference practice wherein, even though in the 
usual case a party may not establish a priority date of 
invention by reference to activity in a foreign country, yet in 
an originality case where a party is seeking to prove that the 
other party derived from him so that there is only a single 
original inventor, he may be permitted to prove derivation 
by reference to activity abroad. ... By analogy, in the 
present case appellant has demonstrated that he is the single 
original inventor, there being no adverse party. 

Following this decision it is clear from the Asahi Shinbum article that Applicants are the 
"single original inventor" and that the Asahi Shinbum article is "derived" from 
Applicants and that Professor Tanaka's work reported in the Asahi Shinbum article Ls 
'derived* from Applicants. 

Therefore, the Examiner is respectfully requested .to withdraw the rejection of claims 
24-26, 86-90 and 96-108 under 35 USC § 102(a) as anticipated by Asahi Shinbum and, 
under 35 USC § 103 as obvious over Asahi Shinbum. 

Attached are copies of the following decisions: 
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Ex parte Powell and Davies 37 USPQ 2S5 
Ex parte Lemieux 1 15 USPQ 148 



Rcspectfblh^ubmitted, 



By: 




Daniel P. Morris 
Reg. No. 32,053 



IBM Corporation 

Intellectual Property Law Dept. 

P.O. Box 218 

Yorktown Heights, N.Y. 10598 
(914) 945-3217 
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Patent Office Board of Appeals 
Ex parte Lbmuvx 
Patent issued Oct. 8, 1957 
Opinion dated July 31, 1957 

PATENTS 

1. Interference-* Reduction to practice— 
In general <§*U51) 
Patentability— Anticipation— In gen- 
eral (§5L201> 
Patentability — Anticipation — Pub- 
lications — In general (§51-2271) 
Act of August 8, 1946 (35 UAC 104) 
was enacted to overrule Electric v. 
Shimadxu, 307 U.S. 5, 41 USPQ 155, and 
preclude applicant or patentee from rely- 
ing upon foreign activity to establish 
date of invention; it Had no effect on Ex / 
parte Powell 37 USPQ 286; hence, in- y 



This is an appeal from the final rejec- 
tion of claims 1 through 4 and 6. QaJtos 
5 and 7, the remaining ^mr* in the case, 
have been withdrawn from farther eoi»- 
sideration in accordauce with Rule 142(b) 
and are not before us. 

Since the issue involved is this case 
is purely legal in nature, there is so 
reason for reproducing an JHustratit« 
claim. 

The reference relied upon Ss: 



Lemieux, Canadian Journal of Chem- 
istry, Vol. 29, (May 1951), pages 41S- 
426. 

We need not refer to the subject matter 
of the claims because, as previously in- 
dicated, the appeal involves only a legal 
point. The following facta are not b 
dispute; 

1. The appellant Ss the author of 



venter's foreign publication within year-vC the cited publication, 
prior to filing United States application f l 2. The subject matter of the a> 

- • s ' * ^- ' " * pealed claims is adequately disclosed 

in the cited publication. 
_ 3. The cited article was published 
\ prior to appellant's filing date in this 
1 country, but not more than one year 
prior thereto. 

4. Appellant does not rely upon any 
earlier filing date to antedate the 

Sublication, nor does he assert that 
e completed the invention in this 
country prior to the date of the pub- 
lication. 



does not bar nim from obtaining patent. 

2. Affidavits — Anticipating references 

(§113) 

Rule 131 does not apply where publica- 
tion is publication of applicant's own in- 
vention; domestic inventors are not 
distinguished from foreign inventors; all 
that is required is that identity of appli- 
cation Inventor and publication author be 
established. 

3. Interference — Originality of inven- 

tion—In general (§ 41-551) 
Interference — Redaction to practice — 

In general (§41.751) 
Even though in usual case interference 
party may not establish priority date 
of invention by reference to activity in 
foreign country, in originality caw, 
where party is seeking to prove that op- 
ponent derived from mm so that there 
is only a single original inventor, he 
may be permitted to prove derivation by 
reference to activity abroad. 

Particular patents— UsUlic Acids 
2,809,205. Lemieux. Production of 
Ustilie Adds, claims 1 to 4 and 6 of ap- 
plication allowed. 

Appeal from Division 63. 
Application for patent of Raymond U. 

Lemieux, Serial No. 281,461, filed Apr. 

9, 1952. Prom decision rejecting claims 1 

to 4 and 6, applicant appeals. Reversed. 

Pierce, Scheffis* & Pabker, Washing- 
ton. DA and-AlEX E. MacRix for 
applicant 

Before DUNCOMBB, Examiner in Chief, 
and MxGXL and BSSWWKX, Acting Ex- 
aminers in Chief. 

Magil, Acting Examiner in Chief. 



The examiner holds that appellant is 
barred from obtaining a patent by the 
provision of 35 U.S.C- 10&(&) and that 
he cannot avoid this bar because of the 
restriction of 35 U.S.C 104 and the 
words "in this country" in Rule 131. 

Appellant contends that he filed his 
application within the one year period 
specified in 35 U.S.C. 102(b) and that 
Rule 131 is inapplicable. Appellant re- 
lies upon the case of Ex parte Powell 
and Davies, 489 O.G. 231, 1938 CD. 15, 
37 USPQ 285; he also refers to the 
International Convention for the Pro- 
tection of Industrial Property and to 
the effect of the examiners rejection ©a 
Canadian inventors. 

We have carefully considered the ex- 
aminer's rejection and the appellant's 
arguments and have studied the perti- 
ment cases on this subject. On its face, 
and disregarding subsequent statutory 
changes, the Powell and Davies case ap- 
pears to be most apposite. The examiner 
recognizes that the cited decision is rele- 
vant, but holds that it Is no longer con- 
trolling because of the Act of August 8, 
1946, which resulted in the enactment of 
the statute presently corresponding to 
35 U-S.C. 104. 
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-.HI history of 35 

VS.C. 104 and find that it was prompted 
by the case of Electric Storage CoVv! 
SMinadzu at al 807 TJ.S. 6, & Sup.Ct 
675, 83 Law. Ed. 1071, 1939 CLD/W 
604 O.G.4^ 41 USPQ 155, which held Sat 
in an infringement action the patentee is 
not precluded from proving bis date of 
invention by reference to his activity 
abroad. We note that, on the basis of 
the Shimadzu decision, the words "in this 
country" to old Rule 75, corresponding 
to present Role 1S1, were held invalid to 
the case or In re McFarlane, 29 C C_P_A 
810, 1942 CJX 254, tt*7&7l25 
F.2d 169, 62 USPQ 835. The decision Tfe 
the Shimadzu et aL case created an 
anomalous situation, with one rule ap- 
plying in interference proceedings and 
another rule applying in other proceed- 
J" J 1 !** tojvnedy this situation, 
the Act of August 8, 1946 was enacted 
and, as is evident from Senate Resort 
No. 1602, June 14, 1946, 79th 
2nd Session, and House Report No. 1498, 
January 28, 1946, 79th Congress, 2nd 
Session, the purpose of the law was, in 
effect, to overrule the statutory interpre- 
tstion of the Shimadzu decision and pre- 
clude an applicant or a patentee from 
relyfcg upon foreign activity to establish 
a data of invention. The Shimadsu et aL 
case is referred to by name in both the 
Senate and the House Reports. 

be said that the purpose and effect of 
the Act of August 8\ 1946 was solely 
to overrule the Shimadzu et aL case and 
ft had no effect upon the PoweQ and 
gavies decision cited by appellant The 
f«£, and Navies deciSSrSng un! 

SSjfi 1 "*?? ^ €asa and dictates 
reversal of the examiner's decision. We 
Bote that the Powell and Davi« C asl 
was cited by the appellant in tt£ *L£7t 
la re Saurer, 28 C.CLP.A. 1021. 1941 C T? 

Idt>1Wm^ C ? Urt u f<mad *e**ion in- 
applicable only because the appellant 
££d to establish his identity w$h the 
jawonj named in the reference. We may 
go state that we consider the casHf 
rn P Sn° ? to j*« lin ' & O.O. 2977, 1901 
^0. 248, cited in the Powell and i>aviet 
fefSS « WeI1 . as th « «arfi«r case of 
163, to be pertinent. 

W4, there is another reason why this 
^c«on is not applicable to the present 
S** A PP«Uant is not seeking to "estab- 
£Ltr??* °* Nation" but has merely 
«?yd that he is the author of the cited 
Ptthljcation and this is not disputed !by 
of ^"S 11 ^. no erSenci 

invention by anyone else prior to 



a-vis the publication of another, an in- 
tel £rant» or other adverse party. 

pi? 3 ™?* 0 * 4 * M ^5 "v£«ieiit8 of 
Rule 131 are concerned, wo need do noth- 
ing more than refer to and state our 
agreement with the holdings in the first 
Grosselin decision (84 O.G. 1284. 1898 
CJ>. 168) and in the Powell alidWvies 
case concerning old Rule 75, correspond- 
ing.to present Rule 131. 5 the former 
decision it was held that "this rule pre- 
supposes that the printed publication is 
the publication by some one other than 
the applicant whose application is re- 
jected-by some one who asserts inventor- 
ship therein either in himself or some 
other person than the applicant" In the 
later case it was held that the rule is 

3U JESt^S* to apply to a case where 
the publication appears without question 

Svetrion 1 " a * tte •P* Bctt *'« 

We also take cognisance of several de- 
cisions (Ex parte Ensign, 2 USPQ 214- 
g? parte Layne 63 USPQ 17; Bx parte 
JtocMer 110 {jSPQ 384) whkh *W 
held that, apparently m the case of a 
domestic inventor, a publication dated 
less than a year prior to the filing date 
ot an application is not an effective bar 
if the applicant makes a satisfactory 
showing that the publication is hhTowi 
invention or that he is, in effect, the 
author of the publication. In none™ 
these cases is Acre any indication that 
the applicant made the usual showSz 
nnder fcule 131, that is, reducttento 
pracUce prior to the date of the publica- 
tion or conception prior to the date of the 
publication coupled with the necessary 
1£}S?Pit 7« no reason fordS- 
tmguisMng between a domestic inventor 
and aforeign inventor in situations If 
S b ,^* and & tft a* fa required 1 fathat 
^e identity of the appli^o^mvenSr 
and the publication author be established. 
pV«^t cate. ** ^ P^^ ^e 

[3] Finally, we beHeve that our hold- 
ing « consistent with decisions in inter, 
ference practice wherein, even though in 

tSr^&lJil* w^cn^n by reference 

an ^2l&ife, a t0T( **l conD ^ yet in 
an originality case where a party is 

5!&F to prove that the otheTpirty 

^i^gf. 0 / 1 ^ infentor, he may IS 
2^^JL£T° T ® derivation by refer- 
ence to activity abroad. Shiels v. Law- 
CT? Q iz£ Si O.O. 2085, 1897 

290, 1904 CJD. 10. By analogy, in the 
present case appellant has denfoasSated 
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that he is the single original inventor, 
there being uo adverse party* 

In accordance with the foregoing rea- 
soning, we conclude that the examiner's 
rejection cannot be sustained. We do not 
consider It necessary to discuss appel- 
lant's arguments concerning the Inter- 
national Contention for the Protection 
of Industrial Property or the effect of 
the examinees rejection on Canadian in- 
ventors. 

The decision of the examiner is re- 
versed. 



Patent Office Board of Appeals 
Ex parte BiMMAKN 
Patent issued Oct 8, 19S7 
Opinion dated Ian. 22, 1967 

PATENTS 

X. Patentability — Change — Material 
(§51-257) 

Claims are allowed where applicant 
did not merely indulge in routine exper- 
imentation with material having prop- 
erties which would he expected to produce 
results desired, hut utilized to advantage 
a material whose properties appeared to 
be unfavorable. 

Particular patents— Sound Recording 
2,809,237, Bergmann, Magnetic Sound 
Recording Head, claims 1 and 3 to 7 of 
application allowed. 



Appeal from Division 16. 

Application fox patent of Fnedrieh 
Bergmann, Serial No. 209,250, filed Feb. 
3, 1951. Prom decision rejecting claims 
1 and 8 to 7, applicant appeals. Reversed. 
MApy^"q Johnston, Cook A Root. 

Chicago, I1U for applicant. 

Before Taylor and KREBK, Examiners 
in Chief, and NrtSW, Acting Ex- 
miner in Chief. 

Kreex, Examiner In Chief. 

This is an appeal from the final re- 
jection of claims 1 and 3 to 7 inclusive. 
No claims have been allowed- 

Claim 1 is illustrative: 
1. Magnetic sound recording head 

having a core consisting exclusively of 

magnetic ferrite. 

The references relied on are; 

Burns 2,636,260 Jan. 2,1951 
Buhrendorf 2,592,652 Apr. 15, 1952 



As is apparent from the iBusteative 
claim, the subject matter here on appeal 
relates to a recording head for a mag. 
netic sound recorder in wMch th e cor e 
consists exclusively of magnetic ferrite. 
Numerous advantages are claimed for 
this construction among which are re. 
ductlon of wear on the core aa a result 
of the magnetic record medium paasm? 
thereover, as compared to the wear of 
conventional iron cores under similar 
circumstances; and reduction in electrical 
losses especially at high frequencies. 

Claims 1 and 3 to 7 were rejected as 
being unpatentable over Buhrendorf or 
Burns in view of the general knowledge 
of the art. the examiner's position bear 
"The routine examination of any know* 
substance for a particular use is ex. 
pected where the known basse require, 
ments of the use are compatible with 
some characteristics of the substance.* 
It is his opinion "that the mere knowU 
edge that ferritea' are magnetic b 
enough to warrant investigation \>j 
workers in magnetic recording. Tht 
knowledge of their high frequency lease) 
and avowed utility in electo-acoustic de- 
vices practically demands investigation." 

Appellant contends that the referenco 
relied on do not suggest making earn 
exclusively of ferrite, and that the lenown 
permeability, saturation and abrasm 
characteristics of ferrite would point 
away from its use in sound reeordiat 
heads rather than suggest it Heasserti 
that recording heads heretofore used an 
made with cores of highly permeaMt 
material to secure proper operation, feet 
that satisfactory operation is secure] 
with ferrite cores even though the pera** 
ability thereof is considerably less ttoj 
the magnetic materials previously osei 
He asserts that the smaller magnets 
saturation of ferrite as compared vft* 
metallic magnetic material would ten 
to Indicate its unsuitsbitity in eras* 
heads where high magnetic saturation a 
required He further asserts that the »<j 
ferrite would not abrade the surface « 
the sound band was surprising ««* 
sintered ferrite behaves somewhat Eg 
sintered porcelain- This charaeteris» 
whieh would have been expected to bed* 
rimental is alleged to provide a gr«* 
advantage resulting in heads hariagj 
life at least ten times longer than «J 
of metal heads heretofore used. App* 
lant has made of record & publication J* 
Rolf Cruel in TecbnUche ^usmittfaj 
gen des Nordwestdeutschen BundW. 
which compares magnetic heads 
with ferrite with previously used JJ™T 
nated, high permeability iron ^ lov 'vS: 
publication demonstrates important teg- 
nical advantages possessed by 
over previously used magnetic ^ ^3 
These are summarized aa greater 
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Patent Office Board of Appeals 
Ex parte Powell and Davies 
Appl. No. 23985 Patent issued Apr. 6. 1938~0 P inion dated Mar. 1, 938 
Patenta^atenUbiUty-Antieipation-Forei^ patents; Anlda.its-AnUapating ref - 

U,S£uno authority for tadne 75 ™ founded to provid. « P*rte 

^^^ri^fte^po^on ol Si.v.r. claims 1. 2. 4 to 7. 10 
and 11 of application allowed. 



Patent No. 2113517 for «l«^«P™j*°S 
of silver issued on application filed 
Oct. 5, 1936. 

Appeal from Division 56. 

BowsoN & HOWSON for applicants. 

Before Van ARSDaix, Assista^Cominis- 
sJoner, and RfiW and POBTEK, Ex- 
aminers in Chief. 

Porter, Examiner in ^ief^-This » 
an appeal from the final rejection of 
claims l f % 4 to 7. 10 and 11. 

Claim 7 is illustrative. 

7 A plating bath comprising a potas- 
sium argento-eyanide. an excess of free 
potassium cyanide, carbon disulphide and 
Turkey red oil. - . 

The references relied upon are as fol- 
lows: 

Sehlotter (British) 443,428, Feb. 27, 
1936 

Po'well et al (British) 450,979, Aug. 

^Btanf & Hogaboom, Principles of 
Electroplating J2nd Ed.) 1930, pages 
350, 355 to 857. 

It appears from Blum and i Hogaboom 
that the silver plating solution of the 
claims is old except for the addition of 
alkaM metal soaps or their equivalents. 
Bram et al describe an exeess of free 
alkali metal cyanide but the British pat- 
ent indicates that this excess should be 
very large and describes the use of 
Turkey red oil to which applicants refer 
at the bottom of page 3 of their «pe«n- 
eation. The British patent does net sug- 
gest the use of «^W?^wLft? 
rather suggests a substitute therefor. 
Blum et al does not suggest the use of 
soap. It is the combined use of carbon 
bisulphide and soap in the silver plating 
which applicants describe as their inven- 
tion. The gist of the examiner's position 
with respect to the references referred 



to appears to be that there is no inven- 
tion in the combined use of the J»w» 
bisulphide and soap in the silver plating 
bath. The trouble with this 
that it is not warranted by there»rd 
which does not show carbon hSsulphide 
combined with & dispersing agent of the 
nature of the one employed, by appll- 
cants. i 
The examiner has also rejected the U 
claims on the printed specificate* , of \ 
applicants* own British application w hich |1 
appears from this record to have been \ 
JSSished on August 27, 1936. Wetaow 
of no authority for such a "J^^i 
Neither section 4886 nor section 4887 
R. S. warrants the rejection. Obviously, 
the publication could not have a date 
prior to applicants' invention. There is 
no statute that requires an applicant to 
make his invention in this country. 

It does not appear that the British 
patent has been sealed which sealing 
would be necessary in the case of a 
British patent in a rejection under Rule 
29 and it appears from the decision oi 
the Supervisory Examiner <P»P*? Wo. 
7) that the examiner's real POsta°» ^ 
not that applicants are barred by the 
provisions of Rule 29 as appears from 
fas statement, but that applicants have 
failed to overcome their own publication 
by affidavits filed under Rule 75. 

Applicants filed a petition to the Com- 
missioner asking that the examiner be 
instructed to withdraw the citation of 
their own British specification as a ret- 
erence against the claims. This Oje 
Commissioner refused to do indicating 
that an adverse decision on the point by 
him might act to preclude a J^Y 0Table 
decision by the Board of Appeals. 

The examiner holds the affidavits in- 
sufficient as the nature of the contents 
of die notes referred to in the affidavit 
of Coussmaker does not appear and theTe 
is no such showing as to facts as is 
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necessary in affidavits filed under Eu.« 
75 Th« affidavit* have been reexamined 
but we find nothing therein except the 
mere inference that the subject matter in 
issue here was disclosed to Stones by 
Coussmaker. „ <art , 

The case of Ex parte Grossehn 1901 
C. D. 248, is analyzed by applicants in 
such a way as to contend that this de- 
cision never was intended to apply to 
a ease where the printed publication > in 
Question was *.no's own publication 
There are, hoover, certain obiter state- 
ments mad* in the Gxosselin decision 
which might be taken to indicate that 
the provisions of Rule 75 requiring the 
applicants to show completion of the in- 
vention i« this country apply te a case 
wherein the applicant » required to over- 
come the filing date of his own publica- 
tion. It is our opinion, however, that 
these obiter statements are n°t_™ ftn1 ** 
and any such construction of Rule 75 
as contended for by the examiner is 
clearly refuted by the general tenor and 
intent of the decision. Rule 75 was in- 
tended to provide Ex parte means by 
which an applicant can overcome a re- 
jection based on a publication of the 
invention not more than two years prior 
to his application. We do not agree with 
the examiner that this rule is intended 
to apply to a case where the publication 



appears without question to be a publi- 
cation of the applicant's own inv=nUon. 

The Commissioner indicates in Ex 
parte Grosselin that the examiner should 
consider whether the German patent was 
derived from applicant and was in effect 
nothing more than a printed publication 
of Gross*] in 's invention. The decision 
further indicates that Rule 75 permits 
an applicant to make an ex parte snow- 
ing of his rights (page 254) and that 
the whole proceeding is by analogy to the 
interference practice. On page 253 it is 
stated that, "Whenever this Office has 
satisfactory evidence that some other 
person is as against the applicant en- 
titled to a patent, it is, under the general 
principles of the law which are well 
recognized, bound to reject the applica- 

ti0 Applicants* patent in Great Britain 
has not been sealed so that there is no 
reason for rejecting the claims under 
Rule 29 and it appears obvious that ap- 
plicants made their invention .prior to 
the date of their published specification. 

It is our opinion that this record does 
not show prior invention of the subject 
matter of the claims by a party other 
than the applicants. They are, there- 
fore, entitled to a patent. 

The decision of the examiner is re- 
versed. 
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